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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed June 23, 2008 have been fully considered but they 
are not persuasive. The exception to the art of Nickerson et al is moot in light of the 
obviousness that can be associated when two components perform the same task as a 
single component. Further, in response to applicant's argument that there is no 
suggestion to combine the references, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
there is sufficient knowledge generally available to lend credence to the use of the cited 
art. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 2, 3, 5, 6, 8, 9, 1 1 , 13, 17, 19 and 20 are rejected under 35 U.S.C. 
103(a) as being unpatentable over U.S. Patent No. 5,151,178 to Nickerson et al. 
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As per claims 1 1 1 and 17, Nickerson et al discloses (see Figure 3) an orifice 
member (212) defining a first surface, the orifice member having an inlet (at (214)) and 
an outlet (at (212)), a plunger (combined, (200) and (206)), a pole (30) and coil (28) 
which energized to move the plunger, the plunger being movable relative to the orifice 
member; a first guide spring (202) situated between the orifice member and the plunger 
and having a portion attached to a first end of the plunger, the first guide spring defining 
a second surface, the second surface being sealable against the first surface to prevent 
fluid flow between the inlet and the outlet. Nickerson et al does not teach the plunger 
and spring attached to one another, and although it is taught away from such an 
attachment, the attachment of two items is obvious to one having ordinary skill in the art 
at the time the invention was made, since it has been held that forming in once piece an 
article which has formerly been formed in two pieces and put together involves only 
routine skill in the art. See Howard v. Detroit Stove Works, 150 U.S. 164 (1893). 
3. As per claims 2 and 3, Nickerson et al does not teach an attachment means for 
the plunger to the spring, but is shown (as per claim 3), attached to the plunger opposite 
the opening (at (212)). However, spot welding as an assembly procedure is notoriously 
well known in the art and it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have spot welded the plunger to the spring in 
order to attach the two components together in a cost-effective manner known to be a 
timely procedure. 
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4. As per claim 5, Nickerson et al discloses a valve body (204) and the spring is 
determined to be a seam member, however, the embodiment in Figure 2 also discloses 
a seal member (114). 

5. As per claim 6, Nickerson et al does not teach a material preference for the 
spring/seal member, however, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to have made the spring/seal of nickel since 

it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design 
choice. See in re Leshin, 125 USPQ 416. 

6. As per claim 8, Nickerson et al discloses the valve to be normally closed. (Col. 3, 
lines 32-34) 

7. As per claim 9, Nickerson et al discloses the valve to be normally closed. 
(Col. 3, lines 32-34), not normally open, however, as valves of both state are notoriously 
well known in the art, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to have valve normally open. 

8. As per claim 1 3 and 1 9, the plunger is moved to the open position when the coil 
in energized. 

9. As per claim 20, the guide spring of Nickerson urges the plunger in the closed 
position. 

10. Claims 4, 10, and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 5,151,178 to Nickerson et al in view of U.S. Patent 
No. 4,635,683 to Neilson. 
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The rejection of claims 1 and 1 1 above serve as the basis for the following. 

As per claims 4, 10, 14-16, Nickerson et al does not teach a second guide spring 
attached to the second end (aka, proximal end) of the plunger. Neilson teaches a 
solenoid valve having a plunger (16) having flat guide springs ((36) and (32)) on both 
ends of the plunger, the second spring biasing a plunger into the closed position. 
Therefore, it would have been obvious to one having ordinary skill in the art to have 
provided the device of Nickerson et al with a flat guide springs on the second end of the 
plunger as suggested by Neilson. Doing so would provide additional valve member 
responsiveness and because (a) the Nickerson et al reference and the Neilson 
reference are known work in one of field of endeavor, (b) such modification is merely 
the use of known technique to improve a similar device by Applicant and (c) such 
modification, i.e. choosing from a finite number of predictable solutions, is not of 
innovation but of ordinary skill and common sense. KSR, International Co. v. Teleflex 
Inc., 550 U.S. (2007). 

Allowable Subject Matter 

1 1 . Claims 12 and 18 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Conclusion 
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12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES S. HOGAN whose telephone number is 
(571)272-4902. The examiner can normally be reached on Mon-Fri, 6:00a-3:00p EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Len Tran can be reached on (571 )272-1 1 84. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J. S. H./ 

Examiner, Art Unit 3752 
/Len Tran/ 

Supervisory Patent Examiner, Art Unit 3752 



